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1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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DETAILED ACTION 

1 . The following is a non-final office action upon examination of application number 
09/680,902. Claims 1-13 and 16-22 are pending and have been examined on the merits 
discussed below. 



Response to Arguments 

2. Applicant's arguments with respect to claims 1-13 and 16 have been considered but are 
moot in view of the new ground(s) of rejection. 



Claim Objections 

3. Claim 16 is objected to because of the following informalities: Claim 16 is dependent on 
claim 14, which has been canceled. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 

5. Claims 1, 4, 5 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by TCO 
Analyst from Gartner Consulting. 

As per claim 1, TCO Analyst teaches obtaining base costs (page 8, fig 5 - costs for each 
category listed in figure 5 are used in the tco calculation, these include capital costs (base costs); 
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obtaining ongoing direct costs (page 9, fig 6 teaches direct costs); obtaining ongoing indirect 
costs (page 9, fig 6 teaches indirect costs); gathering information relating to user profiles and 
organizational characteristics (page 8, fig. 5 shows the organizational categories for which 
information is gathered); inputting the costs and information into a computer program to 
determine the cost for each user and a plurality of appraisal metrics (page 17-19, cost is the 
primary metric for the tco calculation, but also included are metrics associated with risk such as 
risk of implementation; also operational risk which includes performance/downtime, data 
loss/corruption, etc.); wherein the appraisal metrics include financial perspectives and non- 
financial perspectives (page 17-19, cost is the primary metric for the tco calculation, but also 
included are non-financial metrics associated with risk such as risk of implementation; also 

operational risk which includes performance/downtime, data loss/corruption, etc.); assigning 

* 

each of the appraisal metrics to correspond to an information technology organization function 
category, wherein the organizational function category comprises service management (page 8, 
figure 5, administration category includes purchasing and auditing); systems management (page 
8, figure 5, capital category includes software and hardware); service planning (page 8, figure 5, 
technical support category includes training) and change management (page 8, figure 5, 
subcategories include purchasing and installation, adds, moves and changes)(page 10, section 
3.4.1 - management complexity influenced by change management, planning, etc.); selecting an 
information technology organization function category (page 21 - users can customize their tco 
estimates); and reporting both the financial and non-financial appraisal metrics corresponding 
only to the selected category (page 21 - the customization of the tco estimates inherently would 
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include reporting of both financial and non-financial appraisal metrics if those metrics were 
chosen by the user during customization of the estimate). 

As per claim 4, TCO Analyst teaches the ongoing indirect costs include end-user costs 
and downtime costs (page 9, fig 6 - end user costs and downtime costs are included). 

As per claim 5, TCO Analyst teaches at least one of the costs correspond to at least one 
information technology function, and the cost for each user is broken down according to the 
information technology fimction (page 8, fig 5 shows categories corresponding to several 
functions of an information system, these categories are broken down into subcategories to 
distinguish between budgeted and unbudgeted costs). 

As per claim 17, TCO Analyst teaches the appraisal metrics include financial perspective 
metrics (page 17 - cost is primary metric), operational effectiveness and efficiency metrics (page 
19 teaches operational risk as a metric), and infi-astructure and evolution perspective metrics 
(page 18 teaches implementation risk as a metric). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 2, 3, 6-16 and 18-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over TCO Analyst, fi-om Gartner Consulting. 
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As per claim 2, TCO Analyst teaches capital costs (page 8, fig. 5), but does not expressly 
teach the base costs include design costs, acquisition costs, and installation costs, however, these 
differences are only found in the non-functional descriptive material and are not functionally 
involved in the steps recited nor do they alter the recited structural elements. The recited method 
steps would be performed the same regardless of the specific data. Further, the structural 
elements remain the same regardless of the specific data. Thus, this descriptive material will not 
distinguish the claimed invention fi^om the prior art in terms of patentability, see In re Gulack, 
703 F,2d 1381 1385, 217USPQ401 404 (Fed Cir. 1983); In re Lowry, 32F.3dl579, 32 . 
USPQ2d 1031 (Fed Cir. 1994); MPEP §2106, 

As per claim 3, TCO Analyst teaches the ongoing direct costs (page 9, figure 6), but does 
not expressly teach the ongoing direct costs include production control costs, monitoring costs, 
security management and failure control costs, changes in upgrade costs, support costs, and 
operational costs. These differences are only found in the non-fimctional descriptive material 
and are not fimctionally involved in the steps recited nor do they alter the recited structural 
elements. The recited method steps would be performed the same regardless of the specific data. 
Further, the structural elements remain the same regardless of the specific data. Thus, this 
descriptive material will not distinguish the claimed invention fi"om the prior art in terms of 
patentabiUty, see In re Gulack 703 F2d 1381 1385, 21 7 USPQ 401 404 (Fed Cir 1983); In re 
Lowry, 32 F3d 1579, 32 USPQ2d 1031 (Fed Cir, 1994); MPEP §2106. 

As per claim 6, TCO Analyst teaches obtaining cost information (page 8, fig 5 - costs for 
each category listed in figure 5 are used in the tco calculation); obtaining system characteristics 
(page 8 - system characteristics are gathered according to software and hardware; page 1 1 - IT 
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infrastructure complexity is determined based on system characteristics for the tco estimate); 
calculating appraisal metrics based on the cost information and the system characteristics ((page 
17-19, cost is the primary metric for the tco calculation, but also included are non-financial 
metrics associated with risk such as risk of implementation; also operational risk which includes 
performance/downtime, data loss/corruption, etc.); assigning each of the appraisal metrics and 
the cost information to correspond to an information technology organizational function 
category, wherein the organizational function category comprises service (page 8, figure 5, 
administration category includes purchasing and auditing); systems management (page 8, figure 
5, capital category includes software and hardware); service planning (page 8, figure 5, technical 
support category includes training) and change management (page 8, figure 5, subcategories 
include purchasing and installation, adds, moves and changes)(page 10, section 3.4.1 - 
management complexity influenced by change management, planning, etc.); comparing the 
appraisal metrics with established benchmarks (page 16 - calculations are compared to 
benchmarks (a sliding scale of best practices). TCO analyst does not explicitly teach reporting 
the appraisal metrics and cost information in separate reports for the corresponding 
organizational fimction categories. However in the art of reporting data it is well knovm to 
customize reports based on information that is important to the user. TCO Analyst teaches 
customizing tco estimates and thereby it would have been obvious to one of ordinary skill that 
this customization of the calculation would also include a custom report based on the information 
that was deemed to be pertinent at the time. The customization of the report makes the system 
more user fiiendly as the data is more easily read and combed through in a customized report. 
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As per claim 7, TCO Analyst teaches the cost information includes base costs, ongoing 
direct costs and ongoing indirect costs (page 8, fig 5 - costs for each category listed in figure 5 
are used in the tco calculation, these include capital costs (base costs); (page 9, fig 6 teaches 
direct costs); (page 9, fig 6 teaches indirect costs) 

As per claim 8, TCO Analyst teaches capital costs (page 8, fig. 5), but does not expressly 
teach the base costs include design costs, acquisition costs, and installation costs, however, these 
differences are only found in the non-fimctional descriptive material and are not fixnctionally 
involved in the steps recited nor do they alter the recited structural elements. The recited method 
steps would be performed the same regardless of the specific data. Further, the structural 
elements remain the same regardless of the specific data. Thus, this descriptive material will not 
distinguish the claimed invention fi-om the prior art in terms of patentability, see In re Gulack, 
703 K2d 1381 1385^ 21 7 USPQ 401 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed Cir, 1994); MPEP §2106. 

As per claim 9, TCO Analyst teaches the ongoing direct costs (page 9, figure 6), but does 
not expressly teach the ongoing direct costs include production control costs, monitoring costs, 
security management and failure control costs, changes in upgrade costs, support costs, and 
operational costs. These differences are only found in the non-fiinctional descriptive material 
and are not functionally involved in the steps recited nor do they alter the recited structural 
elements. The recited method steps would be performed the same regardless of the specific data. 
Further, the structural elements remain the same regardless of the specific data. Thus, this 
descriptive material will not distinguish the claimed invention fi*om the prior art in terms of 



f 
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patentability, see In re Gulack 703 F.2d 1381 1385, 217 USPQ 401 404 (Fed, Cir. 1983); In re 
Lowry, 32 FJd 1579, 32 USPQ2d 1031 (Fed Cir, 1994); MPEP §2106. 

As per claim 10, TCO Analyst teaches the ongoing indirect costs include end-user costs 
and downtime costs (page 9, fig 6 - end user costs and downtime costs are included). 

As per claim 11, TCO Analyst teaches the system characteristics include financial 
characteristics, operational and efficiency characteristics, and infrastructure and evolution 
characteristics (page 8, fig 5 shows financial characteristics for each category; operational risk 
categories include operational and efficiency characteristics, page 18 teaches implementation 
characteristics). 

As per claim 12, TCO Analyst teaches the appraisal metrics include financial perspective 
metrics (page 17 - cost is primary metric), operational effectiveness and efficiency metrics (page 
19 teaches operational risk as a metric), and infrastructure and evolution perspective metrics 
(page 18 teaches implementation risk as a metric). 

As per claim 13, TCO Analyst teaches the financial perspective metrics are based on the 
financial characteristics and the cost information (page 17, cost is the primary metric which 
includes direct and indirect costs). 

As per claim 16, TCO Analyst teaches the metrics are used to determine cost 
improvement opportunities through best practices implementation for the category (page 16 - a 
sliding scale of best practices are implemented to achieve optimum benefit). 

As per claims 18-22, the claim limitations constitute non-functional descriptive material 
and are not functionally used nor do they alter the recited structural elements. The recited 
method would be performed the same regardless of the specific data. Thus, this descriptive 

I 
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material will not distinguish the claimed invention from the prior art in terms of patentability, see 
In re GulacK 703 F.2cl 1381 1385, 217 USPQ 401 404 (Fed. Cir. 1983); In reLowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed Cir. 1994); MPEP §2106. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Bums, Louis. J. "Adding value, not cost" 
Hudgins-Bonafield, Christy. "The message about TCO" 

"New GartnerGroup Report from Gartner Direct Aims to Reduct IT Total Cost of 
Ownership" 

"Ten ways to save millions" 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johnna R Stimpak whose telephone number is 703-305-4566. 
The examiner can normally be reached on M-F 8am-5 :30pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Tariq Hafiz can be reached on 703-305-9643. The fax phone number for the 
organization where this appUcation or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



JS 

1/10/05 




